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Topics 

• Introduction to IP 

• The invention process at UW 

• Anatomy of a patent 

• The Invention Disclosure process at UW 

• The role of UW Center for 
Commercialization (C4C) 



What is “Intellectual Property” 

• Intellectual Property (USC Title 35 – patents, 
Title 17 - copyrights) 

 

• Legal property right over creations of the mind 
 

• Owners grated certain exclusive rights to their 
IP 

• UW IP Policy: Chapter 7, Sections 1 & 2 

 



Forms of Intellectual Property 

• Patent – gives the right to exclude others from 

practicing an invention 

• Trademark – identifies a unique source of goods 

or services 

• Copyright – protects from copying of original 

works 

• Trade Secret – protection by virtue of secrecy 



Invention 

Two elements of any invention: 
 

• Conception – an idea that is complete enough 
to allow the invention to be reproduced by 
others 

 

• Reduction to practice – occurs when the 
invention has been made or practiced 



Intellectual Property Protection 

• Establishes ownership of innovation 

• Provides the right to exclude others from using 

the innovation without a license  

• Creates value to transfer to others 

• Provides incentive for investment in product 

development 



Patentability Criteria 

–  Novel 
• New -- not previously patented, published, or publicly disclosed  

–  Useful 
• Serves a purpose or has a use function (marketable) 

–  Non-obvious (KSR vs. Teleflex) 
• Not obvious to one of ordinary skill in the art at the time the 

invention was made 

– Enablement 
• Must teach how to make and use the invention 

– Best Mode 
• Must describe the ‘preferred embodiment’ of the invention 

 



Cost of IP Protection 

• Copyright -- $30 to register 

• Trademark 

– US:  $2,000-5,000  

– Major foreign countries: $2,000 -- $5,000 

• Patent  

– US Provisional:  $1000 -- $10,000 

– US Utility: $10,000 -- $20,000 

– Major foreign countries:  $50,000 -- $100,000+ 

 



 Provisional 
 Granted ‘upon application’ 

 Non-provisional 
 Application to issued patent:  4 years (average) 

 Depends on technology class (e.g., ‘cancer’ applications 
issue in as few as 2 years) 

 Accelerated Examination – goal:  1 year 
 Applicant responsible for prior art search 

 Limited claims, limited appeals 

 Novelty, usefulness & non-obviousness must be 
demonstrated in application 

Patenting Timeframe 



U.S. Patent Statistics CY 1963-2005
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Title page, including inventors & assignment  

Abstract 

Background, including prior art 

Summary of the invention 

Drawings, including a brief description 

Detailed description 

Claims 
 Independent 

Dependent 

 

Anatomy of a patent 



You can search the U.S. Patent & Trademark Office’s patent database at: 

http://patft.uspto.gov/ 









Drawings 





Claims 





Many forms: 

 Teaching 

 Collaborative research 

 Publications 

 Employment of students 

 Licenses of IP rights 

Technology Transfer at UW 



 University may hold title to inventions developed through Federal funding 

 University must file patents on inventions they own 

 Faculty and staff  must disclose and assign inventions to university 

 Royalties must be shared with inventors 

 Government retains non-exclusive license to the invention 

 Government retains march-in rights 

 Preference in licensing to small businesses 

 Requirement for substantially US manufacture 

Bayh-Dole Act – July 1, 1981 
(35 U.S.C. 200-212) 



University employees are required to report and 
assign all inventions and discoveries to UW C4C 

 

Students who are also employees, students 
working on a sponsored project, and students 
who have used University resources are also 
required to report and assign all inventions and 
discoveries to UW C4C 

UW policy on disclosure 



• Title of invention 
• Names of inventors 
• Description, figures, data  
• Date conceived 
• Stage of development 
• Public disclosures made   
   or anticipated 
• Inventors’ assignment to        
    UW 

 

Record of Invention (ROI) form 

depts.washington.edu/techtran 



Evaluation of Invention 

• Stage of development 
– Invention complete, reproducible results 

– More research and development needed 

• Patentability – Prior Art search 

• Market assessment – commercial potential 
– What industry need does it meet? 

– Benefits: better, faster, cheaper  

– Important breakthrough, enabling technology 

– Solves current problem 



From Disclosure to Patent 

• UW TechTransfer makes patenting and licensing 
decisions 

• If UW TechTransfer decides to proceed: 
– Select patent counsel 
– Determine patent type (Provisional, Utility, PCT) 
– Has a public disclosure established a Bar Date? 
– Legal appointment for patent counsel 
– Fund patent application and prosecution costs 

• Inventors’ role 
– Assignment of patent to UW 
– Interact with patent counsel to develop claims 



Deciding against IP Protection 

• Not patentable 

• Market size issues 

• Development risk vs. commercial return 

• Unable to determine UW rights 



UW C4C Technology Licensing … 
 Works with our inventors to find commercialization 

pathways 
 Evaluates IP – in-house patent agents and resources 

 Brings business experts in to consult with inventors 
(entrepreneurs-in-residents, industry liaisons) 

 Seeks companies interested in developing the technology 

 Negotiates and manages licenses and agreements 

 Manages obligations/reporting to sponsors of research 

 Maintains the IP 

 Helps with funding sources (private funding and grants) 

Moving good ideas to market 



Inventions Disclosed 



Inventions by College/School 



Inventions by Department (FY08) 

Department No. of Contributions 

Mechanical Engineering 63 

Electrical Engineering 43 

Bioengineering 29  

Radiology 15 

Department of Medicine 15 

Computer Science & Engineering  14 

Chemistry  13 

Applied Physics Lab  13 

Materials Science & Engineering 13 
  



Patents Issued 



Licenses and Options 



Top Ten Revenue-Generating Technologies 

Title Researchers 

Polypeptides in Yeast Hall, Ammerer 

Clotting Factor/Factor IX Davie, Kurachi 

Flow Cytometry Technologies van den Engh, Esposito 

Hepatitis B Vaccine Hall, Ammerer 

Tape Management Library for STK 4400 Systems Profit, McHarg, Mason 

Simplified High Frequency Tuner and Tuning Method Suominen 

Magnetic Stereotactic System for Treatment Delivery Mayberg, Grady, Howard 

Metabolism-based Drug Interaction Database Ragueneau, Carlson, Levy 

Mass Spectrometry Fragmentation Patterns in Peptides Yates, Eng 

Synthetic Retinoids for the Treatment of Retinal Disease Palczewski, van Hooser, Kuksa, 

Saperstein, Batten 



Questions? 
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